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DETAILED ACTION 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 75-82 and 115-118 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 75 recites in liens 4-5 that the polymeric coating is "not 
substantially extractable by an organic solvent". Such a phrase renders the claim indefinite. In 
this case there is absolutely no guidance as to what is meant by the phrase, such as which organic 
solvents or the conditions under which the polymer is not extractable. The only place this 
limitation is mentioned is in paragraph [0060], but with no explanation as to its meaning. 
Without more guidance, one of ordinary skill in the art would not know when they would be 
infringing the claim and when they would not. The examiner notes that if applicants can prove 
that "substantially extractable by an organic solvent" has some well recognized meaning in the 
art or is defined in the specification in such a manner as to make such limits clear to the worker 
of ordinary skill in the art that this rejection would "be overcome. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

5. Claims 75-76, 79-82, 1 15 and 1 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Senga et al (4,873,166). It appears that Senga et al anticipate the plate of a least 
instant claims 75-76, 79-82, 115 and 118. In col. 14, lines 5-9, Senga et al disclose a printing 
plate made by taking an aluminum plated (corresponding the recited substrate) that has been 
subjected to a hydrophilizing treatment, coating the plate with e- type copper phthalocyanine 
(corresponding with the recited pigment) dispersed in an acrylic resin (corresponding with the 
polymeric coating comprising an acrylic polymer), and drying the plate. Because the particles 
are dispersed in the resin when the particles are coated onto the plate, then dried, the particles 
would inherently be at least partially coated with the acrylic resin. Further more the dried 
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coating on the plate would inherently be able to absorb at least some radiation, and therefore 
would correspond to the recited "radiation absorptive layer". The last issue that needs to be 
considered is the recitation that the polymeric coating is "not substantially extractable by an 
organic solvent". Again this would appear to be inherent in the dried acrylic resin of Senga et al 
for at least a couple of reasons. Applicants give no guidance in the disclosure or claims as to 
what is meant by "not substantially extractable in an organic solvent.:" Does this meant all 
solvents or would this limitation be met as long as the polymer is not solvent in one organic 
solvent? What conditions did applicant intend for an extraction test? In other words if one were 
to contact the polymer with an alcohol for one second and most of the polymer remains, is it 
"substantially insoluble"? Without any guidance by applicant to determine what is meant by the 
phrase, it would be appropriate to take a very broad reading of the phrase. Consequently, my 
position is that there is at least one organic solvent that the acrylic resin of Senga et al is not 
soluble in, and, therefore, this would lead to the conclusion that the limitation is inherent in the 
plate of Senga et al. Furthermore, my position is also that there are certain extraction conditions 
that could be selected such that given an organic solvent; the extraction would no "substantially" 
extract the dried acrylic resin of Senga et al. Again, this would lead to the conclusion that the 
plate of Senga et al inherently meets that limitation of the claims. The acrylic resin is the 
"polymer" of claim 76 as well. 

6. Claims 75-76, 79-80, 1 1 5 and 1 18 are rejected under 35 U.S.C. 102(a or e) as being 
anticipated by Kato et al (6,080,449). It appears that Kato et al anticipate the plate of at least 
instant claims 75-76, 79-80, 1 15 and 118. In col. 23-26 as well as Examples with special 
reference to Example 16, Kato et al disclose a printing plate which is formed from coating the 
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plate with base having an acrylic/styrenic polymer coating over a zinc oxide (a pigment). 
Because the particles are dispersed in the resin when the particles are coated onto the plate, then 
dried, the particles would inherently be at least partially coated with the polymer. Further more 
the dried coating on the plate would inherently be able to absorb at least some radiation, and 
therefore would correspond to the recited "radiation absorptive layer". The last issue that needs 
to be considered is the recitation that the polymeric coating is "not substantially extractable by an 
organic solvent". Again this would appear to be inherent in the polymers of Kato et al for at 
least a couple of reasons. Applicants give no guidance in the disclosure or claims as to what is 
meant by "not substantially extractable in an organic solvent.:" Does this meant all solvents or 
would this limitation be met as long as the polymer is not solvent in one organic solvent? What 
conditions did applicant intend for an extraction test? In other words if one were to contact the 
polymer with an alcohol for one second and most of the polymer remains, is it "substantially 
insoluble"? Without any guidance by applicant to determine what is meant by the phrase, it 
would be appropriate to take a very broad reading of the phrase. Consequently, my position is 
that there is at least one organic solvent that the polymer of Kato et al is not soluble in, and, 
therefore, this would lead to the conclusion that the limitation is inherent in the plate of Kato et 
al. Furthermore, my position is also that there are certain extraction conditions that could be 
selected such that given an organic solvent; the extraction would no "substantially" extract the 
polymer of Kato et al. Again, this would lead to the conclusion that the plate of Kato et al 
inherently meets that limitation of the claims. 

7. Claims 75-76, 79-82, and 115-118 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shimizu et al (6,218,073 Bl). It appears that Shimizu et al anticipate the plate of 
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at least instant claims 75-76, 79-82, and 115-118. The plates of Example 1 anticipate the instant 
plate wherein the acrylate resin grafted carbon black is a carbon black pigment coated with 
acrylic resin which is also attached by graft in a layer along with the acrylic polymer polymer 
particles, i.e. the added polymer. 

8. Claims 1 1 1 and 1 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 111 is as follows: 



^ 

IIL (new) The printing plate of claim 4 65, wherein the radiation absorbed by ihe 
radiation-absorptive layer is infrared or near-infrared. 



Claim 65 is as follows: 



■ 65. (original) . A prmting plate comprising: a) a substrate and b) a radiation^absorptive 
layer, wherein the radiaUon-absorpdvc layer comprises at least one modified pigmeai product 
comprising a pigmen! having attached at least one organic group represented by the formula 
"X-Sp-[SMA]R. wherein X. which is direcdy attached to the pigment, represents an arylenc, 
heteroarylene, or alkylene group, Sp represents a spacer group, SMA represents a styrene- 
maleic anhydride polymer or derivative, and R represents hydrogen, a substituted or 
unsubsrituted aUcyl group, or a substituted or unsubstituted aryl group. 



The examiner is unsure what is meant by an action of absorbing "infrared of near-infrared" 
radiation with respect to a claim drawn to an element, i.e. the printing plate. Is this an attempt to 
limit the nature of the radiation absorptive layer to "infrared or near-infrared" or is this an 
attempt to add a process step to an element which is confusing? Does "infrared or near- 
infrared" absorption refer to intended use of the printing plate and thus have little probative value 
with respect to the plate or does "infrared or near-infrared" reference a property of the plate that 
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limits the nature of the radiation-absorptive layer? The same problem exists in claim 115 with 
respect to claim 75. The examiner notes that the ability to absorb "infrared or near-infrared" 
radiation, if this is the limit, in the printing plate radiation-absorptive layer does not require in 
any way that the modified pigment property have this property. Thus, the limits of claims 1 1 1 
and 1 15 are confusing. 

9. This examiner strongly urges applicants amend record with any art which supports 
meaning of "substantially extractable by an organic solvent" as to limit it in any fashion 
which would be recognized by persons of ordinary skill in the art so as to exclude prior art 
like that used in this Office Action, 
(A WIO. Claims 56-73, 83-86 and>M%i^ are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Hamilton whose telephone number is 571-272-1331. 
The examiner can normally be reached on Monday through Friday 9:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Cynthia H. Kelly can be reached on (571) 272-0729. The fax phone number for the 

organization where this appHcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appHcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Busine/s Center (EBC) at 866-2 17-9197 (toll-free). 

Cynthia Hamilton 
Primary Examiner 
Art Unit 1752 




